Clarkson University

Commercializing Inventions
The Clarkson University technology transfer process typically includes the following: 

1.
Invention Disclosure.  The Clarkson University Intellectual Property Policy requires that you prepare and promptly disclose to the Division of Research any invention, creation, discovery, improvement, or other Intellectual Property developed or created by you or under your supervision.  You are required to disclose the invention whether the University has or may have an ownership interest, or a government or commercial sponsor is involved (sponsored research arrangements typically require prompt disclosure of the invention to the sponsor).  When disclosing an invention, use the Invention Disclosure form located at http://clarkson.edu/dor/tech_transfers.html.  

The invention disclosure should fully document your invention for purposes of obtaining a patent or otherwise protecting the invention, and so that the opportunities for commercialization can be evaluated.  The invention Disclosure Form should be prepared and submitted as early in the process as possible, typically several months prior to publication of the invention.  Prompt disclosure is essential because our ability to apply for U.S. patent protection is limited to one year after first publication of the invention, and foreign protection may not be obtained once the invention has been published. 
2.
Intellectual Property Protection.  Once you have submitted an Invention Disclosure Form, the Director of Research, in consultation with the Intellectual Property Committee, will work with the University’s patent counsel and you to evaluate your invention disclosure and determine whether legal protection for the invention should be obtained (e.g., patent filing, formal copyright registration, trade secret protection, etc.), and, if so, the territory to be covered.  Obtaining patent protection for your invention is a time consuming (typically taking several years for a patent to issue) and costly process.  
3. 
Exploring Commercialization.  With your active involvement, the Tech Transfer Office will endeavor to identify potential businesses that have the expertise and resources to commercialize the invention.  Typical arrangements involve partnering with an existing business or forming a start-up venture. Your active involvement is essential to this process. 
4.
Forming a Start-Up Venture.  If you decide to start-up a new business venture to commercialize the invention, you will be responsible for the business, legal, and other expenses involved in planning, creating and funding the new business.  The Tech Transfer Office will be available to consult with you along the way regarding best practices and possible third party resources.
5.
Existing Business Relationship: If a commercial partner is identified and is interested in commercializing the invention, the Tech Transfer Office will work with the selected commercial partner to explore the commercialization of the invention, including an appropriate licensing arrangement. 
6.
Licensing.  The typical arrangement with both commercial partners and new business ventures for the use of the University’s technology is a licensing agreement that permits the commercial partner or start-up entity to evaluate and further develop the technology for purposes of commercializing the technology in exchange for financial and other benefits. 

The inventor’s involvement in the licensing arrangement is essential. Successful licensing arrangements typically require a close working relationship between the inventor and the third party licensing the technology (either a commercial partner or a start-up venture formed by the inventor).
7.
Assignment of Ownership.  Although the licensing model (where the University retains ownership of the invention) is typically used by Clarkson for the commercialization of inventions, under certain circumstances the University may transfer the ownership of inventions to the inventor. 
8.
Conflict of Interest Disclosures.  Because the involvement of the inventor in the further development of the invention by the commercializing business may lead to financial arrangements involving the inventor, you are required to disclose all arrangements you have or are planning to enter into, whether in starting up you own new business venture or in forming an arrangement with an existing business.  This is particularly important in the area of grant funding.  

State and federal agencies and departments providing grant funding have rules and regulations regarding the use of grant funding, including conflict of interest disclosure requirements and prohibitions regarding how grant funding is used.  Among other things, the conflict of interest rules and regulations are concerned with any financial interest of the investigator in public or private entities that may receive sub-awards or sub-contracts under the grant award.  Investigators are not permitted to personally benefit from the grant award and the conflict of interest rules and regulations typically require disclosure of an investigator’s personal financial interest in any proposed (public or private) sub-contractor being considered to receive a portion of the research grant funds.      

9. 
Revenue.  Revenues received by the University from licensees are retained by the University to the extent required to reimburse the University’s costs and expenses.  Remaining revenues are distributed to the university, schools, departments, and the inventor(s) to fund additional research and education and to encourage further participation in the tech transfer process, pursuant to the Clarkson University Intellectual Property Policy.
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